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EEMA EES 

Applicant thanks the Examiner for the very thorough consideration given 
the present application. 

Claims 1, 2, 4-7, 9, 10, 12 and 17-27 are now present in this application. 
Claims 1, 9, 17, 23, 26 and 27 are independent. Claims 1, 9, 17, 23, 26 and 
27 are amended. No new matter is involved. 

Reconsideration of this application, as amended, is respectfully 
requested. 

Personal Tntenriew 

Applicant acknowledges with appreciation the courtesies extended by 
Examiner Fletcher to their representative, Robert J. Webster, during the 
personal interview conducted on September 7, 2005. During that interview, 
Examiner Fletcher agreed that the subject matter recited in independent claims 
9, 23, 26 and 27 appeared to patentably define over the applied art. Examiner 
Fletcher also agreed that if claims 1 and 17 were amended, as above, that 
independent claims 1 and 17 would patentably define over the applied art. 
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Entry of Amendments 

Applicant respectfully submits that it is proper to enter the claim 
amendments because the outstanding Office Action is a premature final rejection 
for reasons discussed, below. 

Additionally, because of Examiner Fletcher's agreement at the personal 
interview concerning the aforementioned patentability of the independent claims, 
the proposed amendments should be entered. 

Drawings 

The Office Action correctly notes that text extends outside of a box or 
diamond in the flowchart of Fig. 2. To overcome this objection, Applicant is 
submitting a replacement sheet with a version of Fig. 2 in which no text 
extends outside of a box or diamond in the flowchart of Fig. 2. 
Reconsideration, entry of the replacement drawing sheet, and withdrawal of 
this objection are respectfully requested. 

Rejedtinn Undents IL& C § 109 

Claims 9, 10, 12 and 24 stand rejected under 35 U.S.C. § 102(a) as being 
anticipated by U.S. Patent No. 6,248,946 to Dwek. This rejection is respectfully 
traversed. 
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A complete discussion of the Examiner's rejection is set forth in the Office 
Action, and is not being repeated here. 

Because the outstanding Office Action is, for the first time, demanding a 
translation of Applicant's priority Korean patent Application, Applicant 
understands why the claims are rejected under 35 U.S.C. §102(a). 

Dwek discloses a search pane 320a, which includes a search terms entry 
box 341 and a search parameter selection box 342 (see Dwek Col.6, lines 9-11). 
The search pane 320 allows a user to browse or search an online music database 
1 14 to locate a particular music selection. The music selection is referenced by 
song title, artist, album or CD title, or genre (Col.6, lines 15-20). However, no 
search is performed by file extension, including MP3. The Examiner asserts that 
Dwek discloses selecting one or more directories including at least one file of a 
pre-specified attribute based on the examined attribute information, and 
displaying the selected directories with their respective hierarchical structures as 
seen in Fig. 3A and as discussed in column 7, lines 44-50. 

However, in column 7, lines 44-50, Dwek discloses (1) that a user, upon 
browsing the online musical database 114 and locating one or more music 
selections of interest, may mark the music selection(s) for more easy retrieval in 
the future; and (2) that the library pane 320b includes a favorites button 351 
indicating the location of particular music selections which have been previously 
marked by the user. 
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Applicant can find absolutely no disclosure in Dwek of examining the 
structure of the file data, including an extension of a file recorded on the 
recording medium for selecting a directory including at least one file having a 
pre-specified extension based on the examining step, as recited in independent 
claim 9. 

The Office Action responds to the aforementioned arguments, which were 
previously presented in the Amendment filed on February 8, 2005, by stating that 
"Dwek provides a directory that can be marked. The fact that Dwek includes 
MPS processing, inherently means that the MPEP files can be filed in the same 
manner as shown in Fig. 3." Applicant believes that "filed 99 in the last sentence 
was meant to be "marked 99 and will treat it in that manner. 

Applicant devoted four full paragraphs responding to, and traversing, the 
Examiner's "inherency 99 argument in the Amendment filed on February 8, 2005, 
yet the outstanding Office Action completely fails to respond to those four 
paragraphs found on pages 12 and 13 of the Amendment filed on February 8, 
2005. 

This failure to respond to Applicant 9 s detailed arguments traversing the 
examiner's inherency position violates the explicit requirement for the Examiner to 
respond to those arguments, as set forth in MPEP § 707.07(f). It also denies 
Applicant the fundamental substantive and procedural due process required to be 
accorded to Applicant under the Administrative Procedures Act, with respect to 
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which the USPTO must comply. See in this regard, Tn r& Zuxkn, 119 S.Ct. 1816, 
50 USPQ2d 1930 (1999), and Tn re. Gadside, 53 USPQ2d 1769 (Fed. Cir. 2000). 

Accordingly, Applicant requests that the finality of this Office Action be 
withdrawn and a new or supplemental Office Action he prepared and mailed 
which addresses Applicants four paragraphs directed to traversing the Office's 
"inherency" argument. 

The Office Action also states, again, that Fig. 3A provides all the 
information needed for displaying a directory, wherein inherently a non- 
selected directory can be excluded from being displayed, wherein if not 
selected, it is not displayed. 

Applicant respectfully disagrees with this statement and provides the 
same four unanswered paragraphs in traversal of this "inherency" basis of this 
rejection. 

In the first place, under the doctrine of inherency, if an element is not 
expressly disclosed in a prior art reference, the reference will still be deemed to 
anticipate a subsequent claim if the missing element "is necessarily present in 
the thing described in the reference, and that it would be so recognized by 
persons of ordinary skill." Hnntl r.«n Co v Morgan to Cn 948 F.2d 1264, 
1268, 20 USPQ2d 1746, 1749 (Fed. Cir. 1991). "Inherent anticipation requires 
that the missing descriptive material is 'necessarily present/ not merely 
probably or possibly present, in the prior art." Trintpr TnHiK Tnr v Tnp-IT R A 
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Corp , 295 F.3d 1292, 1295, 63 USPQ2d 1597, 1599 (Fed. Cir. 2002) (quoting 
Tn re Robertson, 169 F.3d 743, 745, 49 USPQ2d 1949, 1950-51 (Fed. Cir. 
1999)). 

So, to the extent that the Office Action states that "inherently a non- 
selected directory can be excluded," it is incompatible with the doctrine of 
inherent disclosure, which requires that something that is inherent must be 
disclosed. 

Dwek does not disclose necessarily excluding non-selected directories 
from being displayed, as recited. Moreover, for desired music files to be selected 
by a user in Dwek, those files must be displayed and, there is no disclosure or 
suggestion in Dwek of not displaying non selected files. Accordingly, Dwek does 
not anticipate claims 9, 10 and 12. 

Claims 10 and 12 depend on independent claim 9, and therefore are 
patentable at least for the reasons stated with respect to independent claim 9. 

Additionally, Applicant has amended claim 9 to recite a computerized 
method, another feature not disclosed by Dwek in the sense that Dwek requires 
an individual user (not a computer) to examine, e.g., select, and mark files. 
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Furthermore, Examiner Fletcher agreed during the aforementioned 
personal interview that independent claim 9, from which claims 10 and 
12 depend, and claim 23, from which claim 24 depends, appear to 
patentably define over the applied art. 

Accordingly, reconsideration and withdrawal of this rejection of claims 9, 
10 and 12 under 35 U.S.C. §102 as anticipated by/ Dwek are respectfully 
requested. 

Rejections under 3 5 ILSJ1 § 103 

Claims 1, 2, 4-6, 17-21, 23 and 25-27 stand rejected under 35 U.S.C. 
§ 103(a) as being unpatentable over Dwek in view of U.S Patent No. 6,396,849 to 
Sarkissian et al. (Sarkissian). This rejection is respectfully traversed. 

A complete discussion of the Examiner's rejection is set forth in the Office 
Action, and is not being repeated here. 

Because the rejection is based on 35 U.S.C. §103, what is in issue in 
such a rejection is "the invention as a whole," not just a few features of the 
claimed invention. Under 35 U.S.C. §103, "[a] patent may not be obtained . . . 
if the differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art 
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to which said subject matter pertains." The determination under §103 is 
whether the claimed invention as a whole would have been obvious to a person 
of ordinary skill in the art at the time the invention was made. See Tn rp 
O'Farrell, 853 F.2d 894, 902, 7 USPQ2d 1673, 1680 (Fed. Cir. 1988). In 
determining obviousness, the invention must be considered as a whole and the 
claims must be considered in their entirety. See Medtronic, Tnr v c.arrttar 
Pacemakers, Tnr , 721 F.2d 1563, 1567, 220 USPQ 97, 101 (Fed. Cir. 1983). 

In rejecting claims under 35 U.S.C, §103, it is incumbent on the 
Examiner to establish a factual basis to support the legal conclusion of 
obviousness. See, Tn re Fine, 837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 
(Fed. Cir. 1988). In so doing, the Examiner is expected to make the factual 
determinations set forth in Or^ham v .Tnhn Deere On , 383 U.S. 1, 17, 148 
USPQ 459, 467 (1966), and to provide a reason why one of ordinary skill in the 
pertinent art would have been led to modify the prior art or to combine prior 
art references to arrive at the claimed invention. Such reason must stem from 
some teaching, suggestion or implication in the prior art as a whole or 
knowledge generally available to one having ordinary skill in the art. Ilnirnyal 
]nc v F-Wiley Corp , 837 F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed. Cir. 
1988), rert denied, 488 U.S. 825 (1988); Ashland Oil, Tnc v Delta R esins ft 
Refractories, Tnr , 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Cir. 1985), 

cert denied, 475 U.S. 1017 (1986); ACS Hng ptal System* Tnr v Mnntpfinrp 
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Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. Cir. 1984). These 
showings by the Examiner are an essential part of complying with the burden 
of presenting a prima facie case of obviousness. Note, Tn rp QptiUpr 977 F.2d 
1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992). The mere fact that the 
prior art may be modified in the manner suggested by the Examiner does not 
make the modification obvious unless the prior art suggested the desirability of 
the modification. Tn re Fritnh, 972 F.2d 1260, 1266, 23 USPQ2d 1780, 1783- 
84 (Fed. Cir. 1992). To establish prima facie obviousness of a claimed 
invention, all the claim limitations must be suggested or taught by the prior 
art. Tn re Royka, 490 F.2d 981, 180 USPQ 580 (CCPA 1970). All words in a 
claim must be considered in judging the patentability of that claim against the 
prior art. Tn re Wilson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970). 

A showing of a suggestion, teaching, or motivation to combine the prior 
art references is an "essential evidentiary component of an obviousness 
holding." C B Rarri, Tnn v M3 Sys Tnr , 157 F.3d 1340, 1352, 48 USPQ2d 
1225, 1232 (Fed. Cir. 1998). This showing must be clear and particular, and 
broad conclusory statements about the teaching of multiple references, 
standing alone, are not "evidence." See Tn rp np mhir7flk j 175 F.3d 994 at 
1000, 50 USPQ2d 1614 at 1617 (Fed. Cir. 1999). 

Dwek fails to disclose or suggest computerized examining of the structure 
of the file data, including file attributes, to determine whether or not a directory 
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includes at least one file having a pre-specified attribute on the recording 
medium and computerized generating of a mark for indicating the result of the 
examining step, as recited in independent claims 1, 17, 23, 26 or 27 as 
amended. 

The Office Action also admits that Dwek does not disclose a display 
showing the marked file and turns to Sarkissian to provide this feature. 

However, Sarkissian does not provide either of the aforementioned 
features, which are absent in Dwek. 

Sarkissian, in Fig. 8D, displays a directory of company contacts for a 
user in the form of a folder and contact tree 198 - see col. 18, lines 8-12, for 
example. 

The Office Action alleges that "section 198, Adeline" is a generated mark 
associated with the examined directory structure. Applicant respectfully 
disagrees with this analysis of Sarkissian. Sarkissian fails to disclose or 
suggest examining the structure of the file data, including file attributes, to 
determine whether or not a directory includes at least one file having a pre- 
specified attribute on the recording medium, as recited. Sarkissian merely 
displays a directory and contents of the subdirectory in a particular format. 

Moreover, Sarkissian also fails to disclose or suggest generating a mark 
for indicating the result of the examining step, as recited. In fact, Applicant 
respectfully submits that the Office Action has presented nothing but 
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speculation concerning its assertion that "Adeline" is a mark (for indicating the 
result of the examining step, as recited). 

As is well settled, a rejection based on Section 103 must rest on a factual 
basis, with the facts being interpreted without hindsight reconstruction of the 
invention from the prior art. In making this evaluation, the Examiner has the 
initial duty of supplying the factual basis for the rejection advanced. An 
Examiner may not, because of doubts that the invention is patentable, resort to 
speculation, unfounded assumptions or hindsight reconstruction to supply 
deficiencies in the factual basis, See, Tn rp Warnpr 379 F.2d 1011, 1017, 154 
USPQ 173, 178 (CCPA 1967), r ^rf den i ed , 389 U.S. 1057 (1968). 

Applicant respectfully submits that "Adeline" merely identifies the 
addressee associated with the file to which it is adjacent, and is not a mark for 
indicating the result of examining the structure of the file data, including file 
attributes, to determine whether or not a directory includes at least one file 
having a pre-specified attribute on the recording medium, as recited. 

Applicant devoted the preceding six full paragraphs responding to, and 
traversing, the Examiner's arguments in the Amendment filed on February 8, 
2005, yet the outstanding Office Action completely fails to respond to any of those 
six paragraphs found on pages 16 and 1 7 of the Amendment filed on February 8, 
2005. 
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This failure to respond to Applicant's detailed arguments traversing the 
Examiner's position regarding Sarkissian violates the explicit requirement for the 
Examiner to respond to those arguments, as set forth in MPEP §707. 07(f) .It also 
denies Applicant the fundamental substantive and procedural due process 
required to be accorded to Applicant under the Administrative Procedures Act, 
with respect to which the USPTO must comply. See in this regard, Tn re Zurka, 
119 S.Ct: 1816, 50 USPQ2d 1930 (1999), and fri ro Gartside, 53 USPQ2d 1769 
(Fed. Cir. 2000). 

Accordingly, Applicant requests that the finality of this Office Action be 
withdrawn and a new or supplemental Office Action be prepared and mailed 
which addresses Applicants four paragraphs directed to traversing the Office's 
position regarding Sarkissian. 

Furthermore, Examiner Fletcher agreed during the aforementioned 
personal interview that independent claim 1, as amended, from which 
claims 2 and 4-6 and independent claim 17, as amended, from which 
claims 18-21 depend, and claim 23, from which claim 24 depends, and 
claims 26 and 27 appear to patentably define over the applied art. 

Claims 2 and 4-6 depend, either directly or indirectly on independent 
claim 1, thereby containing all of the features recited in claim 1; claims 18-22 
depend from claim 17, thereby containing all of the features recited in claim 
17; and claims 23 and 23 depend from claim 22, thereby containing all of the 
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features of claim 22. Accordingly, claims 2 and 4-6; 18-22 and 23-24 are 
patentable over Dwek and Sarkissian at least for the reasons that claims 1, 17 
and 22, respectively, are patentable over Dwek in view of Sarkissian, for 
reasons stated above. 

Accordingly, reconsideration and withdrawal of this rejection of claims 1, 
2, 4-6, 17-21, 23 and 25-27 under 35 U.S.C. § 103(a) are respectfully 
requested. 

Claims 7 and 22 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Dwek in view of Sarkissian as applied to claims 1-6 and 8 
above, and further in view of U.S. Patent No. 6,067,282 to Moriyama. This 
rejection is respectfully traversed. 

Initially, Applicant notes that the reference in this rejection of claims 1 
and 6-8 will be considered as a reference to claims 1, 2, 4-6, 17-21, 23 and 25- 
27, which are the claims that are rejected under 35 U.S.C. § 103(a) over Dwek 
in view of Sarkissian, above. 

The Office Action further admits that the Dwek- Sarkissian reference 
combination also fails to disclose a mark on a file, wherein the mark is a 
number. To remedy this deficiency, the Office Action turns to Moriyama, which 
shows a directory containing identification numbers. 
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For reasons discussed above, Dwek and Sarkissian fail to render obvious 
claim 1, from which claim 7 depends, and fail to render obvious claim 17 from 
which claim 22 depends. Because neither Dwek, nor Sarkissian, nor Moriyama 
discloses or suggests the above-recited features of independent claims 1 and 
17, even if it were proper to modify Dwek and Sarkissian as suggested, the 
resulting reference combination would not render claims 7 and/or 22 obvious 
to one of ordinary skill in the art. 

Accordingly, reconsideration and withdrawal of this rejection of claims 7 
and 22 under 35 U.S.C. § 103(a) are respectfully requested. 

Conclusion 

All of the stated grounds of rejection have been properly traversed, 
accommodated, or rendered moot. Applicant therefore respectfully requests that 
the Examiner reconsider all presently outstanding rejections and that they be 
withdrawn. It is believed that a full and complete response has been made to the 
outstanding Office Action, and as such, the present application is in condition 
for allowance. 

If the Examiner believes, for any reason, that personal communication will 
expedite prosecution of this application, the Examiner is invited to telephone 
Robert J. Webster, Registration No. 46,472, at (703) 205-8076, in the 
Washington, D.C. area. 
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Prompt and favorable consideration of this Substitute Amendment is 
respectfully requested. 

Pursuant to 37 C.F.R. §§ 1.17 and 1.136(a), Applicant respectfully 
petitions for a two (2) month extension of time for filing a reply in connection 
with the present application, and the required fee of $450.00 is attached 
hereto. 

If necessary, the Commissioner is hereby authorized in this, concurrent, 
and future replies, to charge payment or credit any overpayment to Deposit 
Account No. 02-2448 for any additional fees required under 37 C.F.R. §§ 1.16 or 
1.17; particularly, extension of time fees. 



Respectfully submitted, 



BIRCH, STEWART, KOLASCH & BIRCH, LLP 



By: 



James T. Eller, Jr. 
Reg. No.: 39,538 




P.O. Box 747 

Falls Church, Virginia 22040-0747 
Telephone: (703) 205-8000 
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Replacement Drawing Sheet (showing Figure 2) 



